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ABSTRACT

This article examines how the sale of goods can
impact the intellectual property rights of a third
party. Thearticle aims, through a comparative study
of the United Nations Convention on Contracts
for the International Sale of Goods (CISG) and
the doctrine and jurisprudence developed around

this Convention, to discuss the protections that
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can be afforded to the seller’s property rights as
well as to the buyer’s interests. Assuming that an
infringement of intellectual property rights has
occurred, another important issue is what methods
and mechanisms exist for compensation in this
regard. Furthermore, a third party’s intervention
in asserting its intellectual property rights can
affect the buyer’s ownership and right to use the
property it has purchased. Therefore, striking
a balance between the rights of the contracting
parties and the rights of a third party is a subject
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examined under the auspices of the Vienna Sales Convention.
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[Extended Abstract]

This article examines how the sale of goods can impact the intellectual property
rights of a third party. The article aims, through a comparative study of the
United Nations Convention on Contracts for the International Sale of Goods
(CISG; also known as the 1980 Vienna Convention) and the doctrine and
jurisprudence developed around this Convention, to discuss the protections that
can be afforded to the seller’s property rights as well as to the buyer’s interests.
Assuming that an infringement of intellectual property rights has occurred,
another important issue is what mechanisms exist for compensation in this
regard. Furthermore, a third party’s intervention in asserting its intellectual
property rights can affect the buyer’s ownership and right to use the property
it has purchased. Therefore, striking a balance between the rights of the
contracting parties and the rights of a third party is a subject examined under
the auspices of the Vienna Sales Convention. In the domestic laws of most
countries, explicit or implicit rules have been established regarding claims of
intellectual property rights by a third party. In Iranian law, Article 18, 29 and
41 of the Law on Registration of Patents, Industrial Designs, and Trademarks
(2007) address this subject specifically.

In European Union regulations, Articles 100 and 138 of the European
Patent Convention (EPC, November 2020) and Article 56 of the Convention
for the European Patent for the common market (signed at Luxembourg on 15
December 1975) have established provisions concerning third-party oppositions
to patent certificates; however, none explicitly address the issue of third-party
claims in contracts for the transfer of intellectual property rights. For example,
Avrticle 100 of the European Patent Convention only addresses the grounds for
a third-party opposition to a patent, limiting these grounds to non-compliance
with substantive conditions for protection such as clarity and lack of disclosure.

Avrticle 138 of the aforementioned Convention also lists grounds for revoking
a patent certificate, the most important of which is the non-entitlement to patent
ownership according to the conditions of Article 60 of the same Convention,
yet it stipulates nothing about the effects of such revocation, particularly on
contracts concluded based on it. It may be said that Articles 42 and 43 of the
CISG constitute the clearest and most explicit international provision applicable
in this regard. Of course, it is evident that the mentioned articles only address
the issue of third-party claims concerning intellectual property rights in
contracts for the international sale of goods, and not in contracts for the transfer
of intellectual property rights. However, since there is a commonality in the
subject matter of the third-party claim from this perspective, a study of these
principles can assist in formulating regulations related to third-party claims
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in contracts for the transfer of intellectual property rights. Although the 1980
Vienna Convention concerns international sales and one should not expect it
to specifically address issues related to intellectual property, in this article, by
examining Article 42 of this Convention and the related jurisprudence and legal
doctrine, relevant solutions for the Iranian legal system will be proposed. As
we will examine in this article, the concept and nature of intellectual property
rights in the CISG is ambiguous. Also, the scope of the Convention’s protection
of intellectual property is disputed. However, the Convention protects various
rights arising from intellectual property assets, and in this regard, arguably both
economic and moral rights arising from intellectual property are protected by
the Convention. Regarding the conditions for imposing liability on the seller
towards a third party, the debate revolves around the necessity or non-necessity
of the third party filing a lawsuit, each view having its merits. Among these,
the theory positing the non-necessity of filing a lawsuit appears preferable;
therefore, the necessity of filing a lawsuit cannot be considered a required
condition for seller liability. Additionally, the scope of the seller’s liability and
the commencement and termination of the seller’s liability are other important
issues examined in this research. In this context, the seller’s liability towards
the buyer arises from the moment of delivery of the goods, but towards a third
party, liability arises from the time of contract conclusion.
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