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Abstract

Amendment of claim in application before issuance of the patent is
considered accepted in most legal systems of the world. What is being
challenged is allowance of the amendment of the claims in the
application after the issuance of the patent. The Iranian legislature has
limited the possibility of amendment before the issuance of the patent,
and his silence regarding the possibility of amendment after the issuance
of the patents indicates on impermissibility of them. American and
British judicial proceedings insist on the permission of amendments even
after the issuance of the patent. The European Patent Convention (EPC)
is an important regional document that allows these amendments in
terms of legal conditions despite the enumeration of the competitive risks
of allowing amendments on the one hand and requirements of balance
between rights of inventors and the standards of competition right and
antitrust norms on the other hand. Our research is primarily library-
based. The authors are trying to draw the legislator's attention to the
benefits of the permission of the amendments even after issuance of the
patent. And they are also trying to mention the rules governing the
limitations of the amendments in the light of discussed jurisdictions.
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1. Crown Cork & Seal Co. v. Ferdinand Gutmann Co. 304 U.S. 159 (1938).
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9. Convention for the European Patents

10. European Patent Office

11. PA 1977, s. 75(1) (Amended by Patents Act 2004, Sch. 2, Para. 19).

12. Louis M. Troilo “Dependent Claim Immediately Follow the Independent Claim...”, (2017), p. 4.

13. Louis M. Troilo, Dependent Claims, National Patent Drafting Course, Chiang Mai, Thailand
October 2 to 6, 2017. WIPO World Intellectual Property Organization. p. 4.
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14. America Invents Act of 2011 (“AIA”)
15. Postissuance Amendment.

16. Greg R. Amending Patent Claims, Harvard Journal of Law & Technology. No. 1, (2018), pp 1-
69.

17.35 U.S.C. § 251 (2006).

18. In re Hounsfield, 699 F.2d 1320 (Fed. Cir. 1983)

19. Shockley v. Arcan, Inc., 248 F.3d 1349, 1358 (Fed. Cir. 2001)
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20. Either Expressly or by Clear Implication

21. Mentor Corp. v. Coloplast, Inc., 998 F.2d 992, 995 (Fed. Cir. 1993)

22. Gentry Gallery, Inc. v. Berkline Corp., 134 F.3d 1473 (1998)

23. “The Patent Office Could Restrict Claim Amendments in Post-Issuance Invalidity Proceedings.
But that Does not Necessarily Mean that the Patent Office Should. ”

24. Krasser R. Possibilities of Amendment of Patent Claims during the Examination Procedure
(1992) 23 1IC 467, 471; Gunzel, Staking Your Claim: Claiming Options and Disclosure
Requirements in European Patent Practice (1990), 29; A. Bubb, ‘Implied Added Subject Matter:
A Practitioner’s View of History’ (1991) CIPAJ 444.
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26. 35 U.S.C. § 112 (2006). The Specification Shall Conclude with one or More Claims Particularly
Pointing out and Distinctly Claiming the Subject Matter Which the Inventor or a Joint Inventor
“Regards as the Invention”.

27. U.S. Patent & Trademark Office, Performance and Accountability Report Fiscal Year 2008, at
16 (2008).

28. Martin J. Adelman et al., Cases and Materials on Patent Law 533 (2d ed. 2009).

29. Allen Engineering Corp. v. Bartell Industries (2002).

30. Doctrine of “Dishonest Claiming”



’F'TI/‘:«::[;‘;J;MA/MVQAJ/[@_?JQ,‘;&AG@%AJJ}E:Q[&/[A@ M Vo&

Ol daxie slaled] il (oplpls e Chuog olite (gusl bgy b glpdl b
DS o ol 55 |y bl @ Jugs 5 €55 Gl plisen slala 025k

sl Jobl T ilogs dele i po 8855 3 odzie SYLI el 45 jobolen
WL opl 5l pailiate 5 gaole pges lp w9 £55 Glp o2 Slgiel j2 ?
Loled Loyl guwyddy 5 Sy Cunl 03,8 gl &S 1) dos] g ¢ e oS

ool Aoy b yind (sline 4 Logi) 28 o)y a Mol &8 cawl ol 4S5 bl
b gyg b1y glpsl g Al leol ouins il b oS (139 Canl (S0 oSy s
sl e (b3 b 235 plate 5290 (8 Cumdg g Bile b 5T ST pasule
T SCgpite dle sy Blign o0 45 jeblan | ans &l laseie (sl
cudy Jpamme (23 e (gly &S easadlsl gledl asol cadl o e bl
D 15 Coles o Ll By (gline 4y Log)) el 0.0 €039 35D

2 3505 e Vgano Slel i) byl gmlyS s (sl (sloolSals gl )3

Sy B cbMal 3y slp ) 095 LMo wwl 03,5 2UsS skl a5 (60)lg0
ol b el e 8l g 5,5 ol bl Lk, » ol Lo &S sblen
Tl 48,55 IS5 S o pgas 4 (feyd Ol ylassl lhas ailsn p3 e 4 auab
Cuol Jaslys > b s g 0 Jlosl gl oyl ade wasMo s 4o
o1 3 a5l 45 L5l 0390 golae |y Llbles] sasi 5 ST L 8] Colo K, &S
S8 5| T wdy e gt 8505 oS ol ol pgd s VAL Sasws Cul

31. Tun-Jen C. Fixing Patent Boundaries, 108 MICHIGAN. LAW. REV. 523 (2010), 575.

32. Merrill v. Yeomans, 94 U.S. 568 (1877).

33. Slimfold Mfg. Co. v. Kinkead Indus., 810 F.2d 1113, 1116-17 (Fed. Cir. 1987)

34. Cordis Corp. v. Medtronic AVE, Inc., 511 F.3d 1157, 1185 (Fed. Cir. 2008)

35. “Finding that Claim Added to Cover Competitor’s Product Does not Broaden the Scope of
Coverage.”

36. Richardson-Vicks Patent Inc. v. Upjohn Company (1995). See also Hallen v. Brabantia (1990)
FSR 134, 149; Kimberly-Clark Worldwide v. Procter & Gamble Ltd & Anor (2000) RPC 422
(CA), 435.

37. Imperial Chemical Industries (ICI) (Whyte’s) Patent (1978) RPC 11.

In Richardson-Vicks Patent Inc. v. Upjohn Company (1995) RPC 561, 568, Jacob J Observed
That There was Little EPO Jurisprudence as Regards Post-Grant Amendment in Opposition
Proceedings. Nonetheless, He Assumed That if it Were to be Shown That an Applicant had
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Deliberately Sought to Patent an Unjustifiably Wide Claim, the EPO Would Refuse Leave to
Amend. Beyond this, However, Jacob J Predicted That the EPO Might Allow a Patent to be
Amended. Consequently, Jacob J held That, for Purposes of Consistency, Nothing Short of
Really Blameworthy Conduct by a Patentee Should act as bar to Amendment in the United
Kingdom. See also Kimberly-Clark Worldwide v. Procter & Gamble (No. 2) (2001) FSR 339,
342-3.

38. Smith Kline French (SKF) v. Evans Medical (1989) FSR 561, 577.

39. Richardson-Vicks Patent Inc. v. Upjohn Company (1995) RPC 561, 568.

1SS e pogad opl 0 ¥
Kimberly-Clark Worldwide v. Procter & Gamble (No. 2) (2001) FSR 339, 342-3.
41. Raleigh Cycle Company Ltd and Another v. H. Miller and Company Ltd (1948)
42. Bristol Myers Company v. Manon Freres (1973) RPC 836, 857;
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